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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 06 February 2006 have been fully considered but they are not 
persuasive. An analysis of the arguments is provided below. 

2. The new title is accepted, and the related rejection is withdrawn. 

3. In response to applicant's argument that Gilbert is nonanalogous art (P. 7, lines 9-13), it 
has been held that a prior art reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Gilbert teaches that "the 
embedded format commands are recognized for automatically generating a separate, properly 
formatted electronic mail message for each specific recipient (col. 1, lines 59-61)." This is 
similar to the stated objective of the instant application, a method and system "capable of 
extracting necessary parts of electronic files for each receiver and sending the extracted data to 
the receiver, in data delivery by e-mail (P. 2, Para. 6)," in that it individualizes e-mail messages 
for the specified purpose of at least highlighting the sections necessary for each receiver. That 
Gilbert does not delete other portions while the instant application does is irrelevant for 
determining whether Gilbert is analogous; the cited art meets the tests of being in the field of the 
applicant's endeavor (customized e-mail messages), and reasonably pertinent to the problem 
(providing receivers with easy-to-find necessary sections). Therefore, Gilbert is analogous art. 

4. In response to applicant's argument that Gilbert operates for a wholly different purpose 
(P. 7, line 13), a recitation of the intended use of the claimed invention must result in a structural 
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difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In any event, the above shows that the purpose is the same. 

5. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "searching for 
text in document files (P. 7, lines 18-20)") are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). There 
is no claim limitation stating that a keyword is used to search a document, nor is such a 
limitation supported in the specification. 

6. Applicant alleges that Gilbert's text formatting code is not equivalent to the keyword 
cited in the application (P. 7, lines 18-22). According to the instant application, "The data 
extracting unit 21 reads the file from the storing unit 24, and searches the file for a character 
string (keyword) corresponding to each receiver. The data extracting unit 21 extracts data that 
contains the keyword (Pp. 6-7, Para 32)." From this, the examiner interprets the applicants' 
keyword definition to be not a search term utilized by a user to find a portion in a file. Rather, 
the keyword acts as a text-based delimiter used as a key, wherein an email individualization 
program 12, during the individualization process, searches for words its recognizes as key 
markers, and performs a set of instructions based upon finding such a marker. Whether that 
instruction set is to change the font color or to delete any words not between or surrounding the 
key marker is irrelevant. That these words be surrounded by brackets, or words in English, are 
also irrelevant. 
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7. Gilbert teaches that the document file includes text phrases (col. 4, line 60). Gilbert 
further teaches that "when an embedded processing code is found within a message by the 
software (after searching for such embedded processing codes), the software looks for a 
reference corresponding to a particular recipient which has been provided by the originating user 
of the message. If an embedded processing code is not associated with any known recipient, 
then the embedded text format codes are ignored (col. 8, lines 10-16)." In other words, the 
software searches the stored e-mail file for certain character strings, and performs operations on 
text near the character string while ignoring all other text. Therefore, Gilbert fulfills the 
functionality of the instant application, both in the specification and asxlaimed, as regards 
accepting and utilizing keywords. 

8. In response to applicant's argument that Gilbert cannot be combined with Kohler (P. 8, 
lines 1-6), the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

9. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
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1992). In this case, both Gilbert and Kohler are drawn to e-mail individualization for the 
purpose of providing a recipient with necessary information, and indicating to the recipient the 
necessary items, without writing more that one e-mail. One of ordinary skill in the art would 
recognize the bandwidth and storage waste of Gilbert to send unnecessary portions to a recipient, 
to say nothing of the potential confusion wherein a recipient may consider bolded and non- 
bolded portions to be relevant to him or her. Further, Gilbert teaches the ability to modify the 
font color, and one of ordinary skill in the art would recognize that the font color of unnecessary 
items may equal the font color of the background. Kohler teaches the above issues, as cited in 
the previous office action, and further teaches a method and system for correcting these 
deficiencies. Therefore, there is sufficient motivation to combine, wherein Kohler is the 
secondary reference. 

10. The applicant argues that Gilbert cannot be combined with Kohler because neither 
reference teaches a keyword (P. 8, lines 1-5). The examiner is unclear in how to respond. The 
applicant is required to specify why he believes the combination to be non-obvious, such as lack 
of motivation, destruction of primary reference, and so forth. The applicant must further provide 
evidence as to why said combination is non-obvious. 

1 1 . Therefore, the rejection stands for the reasons above, and is made final. 

Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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13. Claims 1-4, 11, 12, 15, and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gilbert (6,529,942), and further in view of Kohler (6,192,396). 

14. For claims 1, 12, 15, 18, and 19, Gilbert teaches a data processing method and system 
(abstract; col. 1, line 1 - col. 2, line 30) comprising: 

a. Accepting a keyword from a user (col. 7, lines 65 - col. 8, line 20; the keyword is 
the text-based embedded code used to tag text blocks); 

b. Accepting identification of a document file from the user (col. 4, lines 57-60; the 
document is an e-mail message being generated); 

c. Accepting a mail address from the user, the mail address corresponding to the 
accepted keyword (col. 5, lines 5-25; tags associated with email addresses); 

d. Modifying data corresponding to the keyword, from the document file (col. 5, 
lines 50-55; col. 7, lines 45-65); and 

e. Attaching the modified data to an e-mail message (col. 5, lines 25-45); 

f. Wherein the user sends the e-mail message to the mail address (Fig. 2, #76). 

15. Gilbert does not expressly disclose extracting data corresponding to the keyword, from 
the document file, or attaching the extracted data to an e-mail message. Kohler teaches a method 
and system (abstract) for creating recipient-specific e-mail messages (col. 1, line 1 - col. 2, line 
67), the user generating and sending e-mails (col. 3, lines 63-65), in which documents are 
identified (col. 5, lines 10-20), and recipients identified (col. 5, line 65 - col. 6, line 20) such that 
data corresponding to keywords is not only modified but extracted such that only some recipients 
receive said contents (Fig. 10; col. 6, line 45 - col. 7, line 25; col. 8, lines 45-55). At the time the 
invention was made, one of ordinary skill in the art would have added Kohler extraction methods 
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to Gilbert in order to further Gilbert's goal of individualized messaging (Kohler, col. 1, lines 35- 
45) and to ensure Gilbert's further goal of ensuring that recipients better determine the messages 
meant for them (Gilbert, col. 1, lines 10-40). 

16. Claim 17 is drawn to the limitations in claim 12. Claim 17 adds the limitations of a 
plurality of mail addresses and corresponding keywords, such that each recipient gets a different 
attachment. Gilbert teaches the limitation set (Fig. 6). Therefore, since claim 12 is rejected, 
claim 17 is also rejected for the reasons above. 

17. For claim 2, Gilbert teaches that the data extracting step extracts data that includes the 
keyword, as the data corresponding to the keyword (Fig. 5). 

18. For claim 3, Gilbert teaches that the data extracting step extracts a paragraph 
corresponding to the keyword, as the data corresponding to the keyword (Fig. 6). 

19. For claim 4, Gilbert teaches that the document file is an HTML file, and the paragraph 
data is data that begins after a paragraph start tag and ends before a paragraph end tag (Fig. 5; 
col. 6, line 40 - col. 7, line 25). 

20. For claim 11, Gilbert teaches that the e-mail message is an HTML- format message (Fig. 
5). 

2 1 . For claim 20, Gilbert teaches that the extracted data includes a part of a main body of the 
document file, and the part of the main body of the document file includes the keyword (Fig. 5). 



22. Claims 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gilbert and 
Kohler as applied to claim 1 above, and further in view of Christensen et al. (6,347,320). 
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23. For claim 5, Gilbert and Kohler do not expressly disclose that the data extracting step 
extracts a row corresponding to the keyword from a table included in the document file, as the 
data corresponding to the keyword. Christensen teaches a method and system (abstract) of 
searching within HTML files (col. 1, line 1 - col. 4, line 16) in which the included text may be 
between any two tags (col. 6, line 63 - col. 8, line 25), including within text paragraphs (Fig. 5) 
and within table row tags (col. 8, lines 8-12). At the time the invention was made, one of 
ordinary skill in the art would have used Christensen' s table method to modify tables in Gilbert 
and Kohler files in order to allow for more complex pages (col. 2, lines 15-25). 

24. For claim 6, Gilbert and Kohler do not expressly disclose that the document file is an 
HTML file, and the row is data that begins after a table row start tag and ends before a table row 
end tag. Christensen teaches this limitation (col. 7, lines 1-15). At the time the invention was 
made, one of ordinary skill in the art would have used Christensen' s table method to modify 
tables in Gilbert and Kohler files in order to allow for more complex pages (col. 2, lines 15-25). 

25. For claim 7, Gilbert and Kohler do not expressly disclose that the data extracting step 
extracts a column corresponding to the keyword from a table included in the document file, as 
the data corresponding to the keyword. Christensen teaches this limitation (col. 8, lines 8-12). 
At the time the invention was made, one of ordinary skill in the art would have used 
Christensen' s table method to modify tables in Gilbert and Kohler files in order to allow for 
more complex pages (col. 2, lines 15-25). 

26. For claim 8, Gilbert and Kohler do not expressly disclose that the document file is an 
HTML file, and the column is made up of one or more sets of data that each begin after a table 
data cell start tag and end before a table data cell end tag. Christensen teaches this limitation 
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(col. 7, lines 1-15). At the time the invention was made, one of ordinary skill in the art would 
have used Christensen's table method to modify tables in Gilbert and Kohler files in order to 
allow for more complex pages (col. 2, lines 15-25). 

27. For claim 9, Gilbert and Kohler do not expressly disclose that the data extracting step 
extracts a cell corresponding to the keyword from a table included in the document file, as the 
data corresponding to the keyword. Christensen teaches this limitation (col. 8, lines 8-12). At 
the time the invention was made, one of ordinary skill in the art would have used Christensen's 
table method to modify tables in Gilbert and Kohler files in order to allow for more complex 
pages (col. 2, lines 15-25). 

28. For claim 10, Gilbert and Kohler do not expressly disclose that the document file is an 
HTML file, and the cell is data that begins after a table data cell start tag and ends before a table 
data cell end tag. Christensen teaches this limitation (col. 7, lines 1-15). At the time the 
invention was made, one of ordinary skill in the art would have used Christensen's table method 
to modify tables in Gilbert and Kohler files in order to allow for more complex pages (col. 2, 
lines 15-25). 

Conclusion 

29. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H. Pollack whose telephone number is (571) 272-3887. 
The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571) 272-3933. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

MHP 

21 April 2006 
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